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ACKNOWLEDGMENTS 

1 . The Examiner acknowledges receipt of the amendment filed 1 1/17/04 wherein 
the specification was amended. In addition, the amendment filed 12/17/04 is 
acknowledges wherein claims 1-21, 23-29, 31, 33-40, 43, 44, 46, 47, and 50-57 are 
canceled and claims 22, 30, 32, 41, 42, 45, 48, 49, and 58-66 are amended. 

Note : Claims 22, 30, 32, 41, 42, 45, 48, 49, and 58-66 are pending. 

RESPONSE TO APPLICANT'S AMENDMENT 

2. The Applicant's arguments filed 12/1 7/04 and 1 1/1 7/04 to the rejection of claims 
22, 30, 32, 41, 42, 45, 48, 49, and 58-66 made by the Examiner under 35 USC 103 
and/or 1 12 have been fully considered and deemed non-persuasive for the reasons set 
forth below. 

112 (New Matter and Written Description) Rejections 

I. The rejection of claims 61 , 62, 65, and 66 under 35 USC 1 1 2, first 
paragraph, as failing to comply with the written description requirement is MAINTAINED 
for reasons of record in the office action mailed 8/10/04 and those set forth below. 

II. The rejection of claims 22, 30, 32, 41 , 42, 45, 48, 49, and 58-66 under 35 
USC, first paragraph, as failing to comply with the written description requirement is 
MAINTAINED for reasons of record in the office action mailed 8/10/04 and those set 
forth below. 

Applicant's assertions may be summarized as follows: (a) the specification at 
pages 21-22 teaches the nature of blocking agents and depends on the target 
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substance to be detected or visualized, (b) At the time the application was filed, 
peptides substrates comprising caspase sensitive sequences were known in the art. It 
is noted that Applicant has submitted documents indication that caspase sequences are 
known in the art. 

(c) The specification as filed discloses identifying characteristics of sequences such that 
a skilled practitioner would be able to predict the structure of the claimed invention, (d) 
Claims 22, 30, 32, 41, 42, 45, 49, and 58-66 disclose peptide substrates comprising 
caspase sensitive sequences. 

In regards to Applicant's comments that the submitted articles disclose amino 
acid sequences that read on the instant invention, the following response is set forth. 
An inventor must be able to describe the item to be patented with such clarity that the 
reader is assured that the inventor actually has possession and knowledge of the 
unique composition and/or method for which patent protection is sought. The instant 
invention does not clearly set forth what is being claimed. What the reader extracts 
from the claims/specification is a desire, plan, or first steps for obtaining a desired 
result. It is noted that in the independent claims, the peptide is defined by a description 
of a particular type of enzyme. However, an adequate written description requires a 
precise definition such as by sequence, not a mere desire or plan for obtaining the 
claimed invention. Thus, claiming all peptides that interact with caspase (see 
independent claims) without defining what peptide sequences are compatible with the 
instant invention is not in compliance with the description requirement. 
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The instant application does no more than describe peptides generally and 
contains no information by which a person of ordinary skill in the art would understand 
that the invention possessed the claimed invention (i.e., caspase peptide sequences). 
Furthermore, the instant application does not specify which peptide sequences have the 
desired characteristics of interacting with the peptide such that T1 changes to meet the 
requirements set forth by Applicant. 

In regards to the method claims, the methods depend upon finding a peptide- 
linker-chelator complex that results in a change in T1 . Without such a complex, it is 
impossible to practice the instant invention. Generating a method wherein possession 
of a substance that is essential to practicing the method is not set forth results in an 
invention that is more theoretical than real. 

While it is recognized that Applicant did apparently make some discovery, the 
critical step(s) of actually generation an applicable peptide sequence or at least 
developing a process through which one skilled din the art would be directly led to such 
a compound is absent. Thus, absent an essential portion of the invention results in an 
incomplete invention. Hence, knowing the starting point of an invention is not enough 
when specific peptides are necessary to operated or understand the invention. 
1 12 Second Paragraph Rejection 

The rejection of claims 30, 32, 41, 48, 63, and 64 under 35 USC 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which Applicant regards as the invention is MAINTAINED for reasons of 
record in the office action mailed 8/10/04 and those set forth below. 
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Applicant asserts that the phrase 'under condition whereby said peptide interacts 
with caspase' is definite based on the specification (pages 20-21 ) which discloses what 
is meant by 'capable of interaction with a target substance'. 

It should be noted that the Examiner was requesting clarification of the phrase 
'under condition whereby said peptide interacts with caspase', not 'capable of 
interaction with a target substance 1 . However, having reviewed pages 20-21 of the 
specification, the phrase was still not found definite for reasons of record in the office 
action mailed 8/10/04. 
103 Rejections 

I. The rejection of claim 22 under 35 USC 103(a) as being unpatentable over 
Gries et al (US Patent No. 5,648,063) is MAINTAINED for reasons of record in the office 
action mailed 8/10/04 and those set forth below. 

Applicant asserts that Gries et al does not disclose or suggest the instant 
invention because the reference does not teach the use of a peptide blocking moiety 
that is capable of interacting with a target substance such that the blocking moiety stops 
occupying at least one coordination site of the metal ion complex when the target 
substance is present. 

Applicant's argument is non-persuasive because the intended use of a product 
does not carry patentable weight since patentability is based on the components 
present in the product. However, intended use does carry patentable weight in a 
method of use claim. 
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II. The rejection of claims 30, 32, 41 , 42, 45, 48, 49, and 58-60 under 35 USC 
103(a) as being unpatentable over Gries et al (US Patent No. 5,648,063) in view of 
Zychlinsky et al (US Patent No. 5,972,899) is MAINTAINED for reasons of record in the 
office action mailed 8/10/04 and those set forth below. 

Applicant asserts that the Gries et al does not suggest or teach a blocking moiety 
that is capable of interacting with a target substance such that the blocking moiety stops 
occupying at least one coordination site of the metal ion complex when the target 
substance is present. 

Applicant's argument is non-persuasive because the intended use of a product 
does not carry patentable weight since patentability is based on the components 
present in the product. However, intended use does carry patentable weight in a 
method of use claim. 

In regards to the method claims cited in the rejection, it should be noted that 
Gries et al disclose compositions comprising a chelate complex which is used for 
magnetic resonance imaging. Thus, the limitations of Applicant's method claims are 
disclosed in the cited prior art. 

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. L. Jones whose telephone number is (571) 272-0617. 
The examiner can normally be reached on Mon.-Fri., 6:45 a.m. - 3:15 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on (571 ) 272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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